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DETAILED ACTION 

Specification 

1. The disclosure is objected to because of the following informalities: 

In paragraph 0006, third to last line, the word "is" should be changed to "it". 
Appropriate correction is required. 

Claim Objections 

2. Claims 2-6, 9, 10, 13, 14, 18 and 20-32 are objected to because of the following 
informalities: 

In claims 2 and 20, each occurrence of the word "location" should be changed to 
"locations". 

In claims 4 and 22, second line in last paragraph, the word "with" should be 
inserted after the word "associated". 

Claims 6 and 24 include the step of repeating the pixel location selecting and 
width determining steps. This language is unclear since claims 4 and 22 do not require 
determination of width since they use the language "at least one of in lines 10-12. 

In claims 9 and 10, line 2, the word "with" should be inserted after the word 
"associated". 

In claims 27 and 28, line 3, the word "with" should be inserted after the word 
"associated". 
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In claims 10 and 28, the language" determined widths and centroids" lacks 
antecedent basis. As discussed above, claims 4 and 22 use the language "at least one 
of and do not require determination of both width and centroid. Further, claims 10 and 
28 lack a period at the end of the claim. 

In claims 13, 29, 30 and 31, each occurrence of "toner" should be changed to 

"tone". 

Claim 1 8 lacks a period at the end of the claim. 

Claim 34 is dependent from itself. For purposes of examination, it is assumed 
that claim 34 should depend from claim 33 (see similar claim 16). 

Claims 3,5,14,21,23 and 32 are objected to by way of their dependency from 
the above referenced claims. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and requirements 
of this title. 

4. Claims 17 and 18 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 17 and 18 are directed towards printed matter. A mere arrangement of 
printed matter, though seemingly a "manufacture," is rejected as not being within the 
statutory classes. See In re Miller, 418 F.2d 1392, 164 USPQ 46 (CCPA 1969); Ex parte 



Application/Control Number: 10/739,204 Page 4 

Art Unit: 2853 

Gwinn, 112 USPQ 439 (Bd. App. 1955); and In re Jones, 373 F.2d 1007, 153 USPQ 77 
(CCPA 1967). See MPEP 706.03(a) [R-2] I A. 

The claims do not "define either new features of structure or new relations of 
printed matter to structure, or both" and "substance or language of that which is printed 
may not constitute patentable subject matter". "Where the sole distinction set out in the 
claims over the prior art is in the printed matter, there being no new feature of physical 
structure and no new relation of printed matter to physical structure, such claims may 
not be allowed, it is only where the claims define either new features of structure or new 
relations of printed matter to structure, or both, which new features or new relations give 
rise to some new and useful function or effect or result that claims may be properly 
allowed. Ex Parte Gwinn. 

"The mere arrangement of printed matter on a sheet or sheets of paper does not 
constitute patentable subject matter". In re Russel, 18 C.C.P.A. (Patents) 1184, 48, F.2d 
668,9 USPQ 181, and In re Reeves, 20 C.C.P.A. (Patents) 767,62 F.2d 199, 16 USPQ 
110. 

Reference is also made to In re Hansen (CCPA) 69 USPQ 332 as an example of 
subject matter found to be patentable as involving physical structure with printed matter. 
"Matter did not of itself render the structures patentable; it was merely an incidental part 
of the structures taken as a whole". 

Accordingly claims 1-16 and 19-34 are statutory, since they relate the printed 
matter to a useful process or program for carrying out the process. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1, 4-14, 17-19 and 22-32 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Mizes et al. (U.S. 20050099446 A1). 

The applied reference has a common assignee and inventor with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) 
might be overcome either by a showing under 37 CFR 1.132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. 

Mizes et al. discloses : 

With regards to claim 1 , a method for compensating for streak defects (fig. 1) in 
an image formed using an image forming device (fig. 11, element 1000) that forms the 
image on a receiving material that is translated through the image forming device along 
a process direction (0019), comprising: 
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printing a compensation pattern (fig. 5) usable to determine a difference in gray 
level between an actual gray level value and an intended gray level value at a cross- 
process-direction image-forming device pixel location in the image (0019), comprising: 

printing a plurality of gray level portions (fig. 5, elements 412, 414, 416 
and 418), each gray level portion having a gray level that is different from the other 
gray level portions and extending along the cross-process-direction, the plurality of 
gray level portions arranged along the process direction (0049), 

printing a first set of alignment marks (430) adjacent to a first end of the 
plurality of gray level portions, the first set of alignment marks having at least one row 
of marks extending along the cross-process-direction, and 

printing a second set of alignment marks (431) adjacent to a second end 
of the plurality of gray level portions, the second set of alignment marks having at least 
one row of marks extending along the cross-process-direction; 

scanning the compensation pattern (fig. 7, element S510) to generate a set of 
scanned image data, the scanned image data defining an image value for each of a 
plurality of cross-process direction scanned image pixel locations; 

analyzing the scanned image data (S530-S590) based on the cross-process 
direction scanned image pixel locations of the marks of the first and second sets of 
alignment marks (0019 and 0052), to determine at least one actual gray level value for 
at least one of the plurality of gray level portions for at least one cross-process- 
direction image-forming device pixel location (S550); 

generating, for each analyzed cross-process-direction image-forming device pixel 
location, for each analyzed gray level portion of that analyzed cross-process-direction 
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image-forming device pixel location, a compensation parameter based on the 
determined actual gray level value for that analyzed gray level portion and the intended 
gray level value for that analyzed gray level portion (S590). 

With regards to claim 4, the method of claim 1, wherein analyzing the scanned 
image data based on the scanned image pixel locations of the marks of the first and 
second sets of alignment marks to determine at least one actual gray level value for at 
least one of the plurality of gray level portions for at least one cross-process-direction 
image-forming device pixel location comprises: 

selecting one of the cross-process direction scanned image pixel locations as a 
current cross-process direction scanned image pixel location (S530); and 

determining, for each of the first and second sets of alignment marks that are 
associated with the current cross-process direction scanned image pixel location, at 
least one of a width of that alignment mark and a centroid of that alignment mark 
(S540); 

selecting one of the gray level portions as a current gray level portion and 
determining, for the cross-process-direction image-forming device pixel location 
associated the selected cross-process direction scanned image pixel location, the 
actual gray level value for the selected gray level portion of the associated cross- 
process-direction image-forming device pixel location based on the at least one of the 
determined widths and the determined centroids of the first and second associated 
alignment marks (S550). 
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With regards to claim 5, the method of claim 4, wherein analyzing the scanned 
image data further comprises repeating the gray level portion selecting and actual gray 
level determining steps for each of the plurality of gray level portions (S580). 

With regards to claim 6, the method of claim 5, wherein analyzing the scanned 
image data further comprises repeating the cross-process direction scanned image 
pixel location selecting and width determining steps for each of the plurality of 
cross-process direction scanned image pixel locations (S580, the limitation of 
determining the width is not required by claim 4 (see line 10), thus this limitation need 
not be taught by the prior art to anticipate the claim. 

With regards to claim 7, the method of claim 4, wherein generating, for each 
analyzed cross-process-direction image-forming device pixel location, for each 
analyzed gray level portion of that analyzed cross-process-direction image-forming 
device pixel location, a compensation parameter based on the determined actual 
gray level value for that analyzed gray level portion and the intended gray level value 
for that analyzed gray level portion comprises generating the compensation value for 
that cross-process-direction image-forming device pixel location based on the 
determined actual gray level value for that gray level portion of the corresponding 
scanned image pixel location and the intended gray level value for that gray level 
portion (S590, 0019, 0079). 

With regards to claim 8, the method of claim 4, wherein: 

determining, for each of the first and second sets of alignment marks that are 
associated with the current scanned image pixel location, a width of that alignment 
mark comprises: 
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determining, for that alignment mark, an average gray level value for each cross- 
process direction scanner pixel location of that alignment mark along the cross-process 
direction, developing an intensity vs. cross process position curve, and identifying 
each side of that alignment mark along the cross-process direction based on the 
intensity vs. cross process position curve and a determined threshold value; and 

determining, for each of the first and second sets of alignment marks that are 
associated with the current cross-process direction scanned image pixel location, a 
centroid of that alignment mark comprises: 

determining a maximum value on the intensity vs. cross process position curve 
as the centroid of each alignment mark (claim 4 does not require determination of the 
width (see line 10), thus the prior art need not disclose this limitation to anticipate the 
claim). 

With regards to claim 9, the method of claim 8, where determining, for the cross- 
process-direction image-forming device pixel location associated the selected scanned 
image pixel location, the actual gray level value for the selected gray level portion of 
the associated cross-process-direction image-forming device pixel location based on 
the at least one of the determined widths and the determined centroids of the first and 
second associated alignment marks comprises determining the cross-position process- 
direction image-forming device pixel location that is associated with the selected 
scanned image pixel location based on the locations of the determined centroids of the 
first and second associated alignment marks (0073-0074, S550, S560). 

With regards to claim 10, the method of claim 9, where determining, for the 
cross-process-direction image-forming device pixel location associated the selected 
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scanned image pixel location, the actual gray level value for the selected gray level 
portion of the associated cross-process-direction image-forming device pixel location 
based on the at least one of the determined widths and the determined centroids of the 
first and second associated alignment marks comprises identifying, based on the 
determined widths and centroids of the associated first and second alignment marks, 
the scanned image data pixels of the selected gray level portion (S550, the claim 
language does not require determining both widths and centroids, the prior art 
discloses the centroids and thus anticipates the claim language); and 

averaging the gray level values of the identified scanned image data pixels to 
generate the actual gray level value for the selected gray level portion (0051). 

With regards to claim 1 1 , the method of claim 1 , wherein generating, for each 
analyzed cross-process-direction image-forming device pixel location, for each 
analyzed gray level portion of that analyzed cross-process-direction image-forming 
device pixel location, a compensation parameter based on the determined actual 
gray level value for that analyzed gray level portion and the intended gray level value 
for that analyzed gray level portion comprises generating a local tone reproduction 
curve value for that analyzed gray level value and for that analyzed cross-process- 
direction image-forming device pixel location that is usable in place of a generalized 
tone reproduction curve value for the image device, to convert input image data into 
printable image data such that the actual gray level value that is printed for that cross- 
process-direction image-forming device pixel location is substantially equivalent to the 
intended gray level value (0019, S590). 
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With regards to claim 12, the method of claim 1 1 , further comprising generating a 
local tone reproduction curve that provides a compensation parameter for each 
possible intended gray level value for that analyzed cross-process-direction image- 
forming device pixel location (S590). 

With regards to claim 13, the method of claim 12, wherein generating a local 
toner reproduction curve comprises determining compensation parameters for each 
possible intended gray level value based on the determined compensation parameters 
for the plurality of actual gray level portions (S590). 

With regards to claim 14, the method of claim 13, wherein determining 
compensation parameters for each possible intended gray level value comprises 
interpolating between the determined compensation parameters for the plurality of 
actual gray level portions for intended gray level values that lie between the gray level 
values of adjacent ones of the plurality of actual gray level portions (0019). 

With regards to claims 19 and 22-32, a storage medium storing instructions for 
executing the above described method (0093). 

With regards to claim 17, a compensation pattern (fig. 5) usable to determine a 
difference in gray level between an actual gray level value and an intended gray level 
value at a cross-process-direction image-forming device pixel location in an image 
formed using an image forming device, comprising: 

a plurality of gray level portions (412, 414, 416, 418), each gray level portion 
having a gray level that is different from the other gray level portions and extending 
over a plurality of cross-process-direction pixel locations along the cross-process- 
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direction, the plurality of gray level portions arranged along the process direction 
(0051), 

a first set of alignment marks (430) adjacent to a first end of the plurality of gray 
level portions, the first set of alignment marks having at least one row of marks 
extending along the cross-process-direction, and 

a second set of alignment marks (431 ) adjacent to a second end of the plurality 
of gray level portions, the second set of alignment marks having at least one row of 
marks extending along the cross-process-direction. 

With regards to claim 18, the compensation pattern of claim 17, wherein each 
alignment mark of the first and second sets of alignment marks is associated with one 
of the cross-process-direction pixel locations (0052) and is usable both to correlate that 
cross-process-direction image forming device pixel location with a corresponding 
cross-process-direction scanned image pixel location within a scanned image of the 
compensation pattern formed using the image forming device and to determine 
changes in gray level between an actual gray level value and an intended gray level 
value at that cross-process-direction image-forming device pixel location based on a 
measured width of that alignment mark (the marks are capable of being used in the 
manner claimed). 
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Allowable Subject Matter 

7. Claims 2, 3, 20 and 21 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten to overcome objections outlined above and in 
independent form including all of the limitations of the base claim and any intervening 
claims. 

Claims 15, 16 and 33 (and claim 34 if amended to be dependent from claim 33) 
are objected to as being dependent upon a rejected base claim, but would be allowable 
if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. 

The primary reason for the indication of allowable subject matter in claims 2, 3, 
20 and 21 , is the inclusion of the steps of/instructions for printing a first set of alignment 
marks, comprising printing a plurality of rows of marks such that the marks of each row 
are offset from the marks of other ones of the plurality of rows of the first set and 
printing a second set of alignment marks, comprising printing a plurality of rows of 
marks such that the marks of each row are offset from the marks of other ones of the 
plurality of rows of the second set. It is these steps/instructions found in the claims, as 
claimed in the combination of, which have not been found, taught or suggested by the 
prior art of record. 

The primary reason for the indication of allowable subject matter in claims 15, 16 
and 33 is the inclusion of the step of/instruction for correlating determined line widths of 
each alignment mark to the gray level values of the gray level portions and the 
associated compensation parameters. It is this step/instruction found in the claims, as 
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claimed in the combination of, which has not been found, taught or suggested by the 
prior art of record. 



Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julian D. Huffman whose telephone number is (571) 
272-2147. The examiner can normally be reached on 10:00a.m. -6:30p.m. Monday- 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Meier can be reached on (571 ) 272-2149. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Julian D. Huffman 
22 November 2005 



